United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OtBce 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



10/564,138 



FILING DATE 



01/10/2006 



1333 7590 05/29/2008 

EASTMAN KODAK COMPANY 
PATENT LEGAL STAFF 
343 STATE STREET 
ROCHESTER, NY 14650-2201 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



LAMB.BRENDAA 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



KJttiVrXi nvrliyjts OUff Iff fcff Jr 


Application No. 

10/564,138 


Applicant(s) 

RUDOLPH ETAL. 


Examiner 

Brenda A. Lamb 


Art Unit 
1792 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 1/22/2008 . 
2a )^ This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 3,5,8,10-12 and 15 are rejected under 35 U.S.C. 112, second paragraph, 
as being incomplete for omitting essential elements, such omission amounting to a gap 
between the elements. See MPEP § 2172.01 . The omitted elements are: distribution 
chamber having a slot. 

Although the preamble of the claim is directed to a device for adapting or 
changing the coating width of a coating system, the at least one limiting means in and of 
itself is not capable of changing coating width in a coating system since no means for 
providing a coating is positively claimed in newly amended claims. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
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were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 3, 5, 8,11 and 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Cloeren 5,451 ,357. 

Cloeren teaches the design of an apparatus for adapting the material width 
comprising at least one limiting means limiting a slot arranged in a distribution chamber 
for a fluid, wherein the at least one limiting means comprises a deckle assembly which 
is a part of a machine that receives motion from another part or adjustment mechanism 
52 thereby reading on a piston as defined by Webster's Revised Unabridged Dictionary. 
Cloeren teaches the piston is provided with two spaced-apart sealing elements 
(elements 56, 48) that seal off the piston against the distribution chamber, wherein the 
limiting means is movable and is adapted for supplying a confining fluid between the 
sealing elements and through the slot for preventing coating fluid matenal from laterally 
distributing within the slot and for simulating a continuous material web. Cloeren is 
capable of being used to adapt the coating width of a coating system since it teaches 
every element of the apparatus that is a limiting means arranged in a distribution 
chamber of a fluid, wherein the at least one limiting means comprises a piston provided 
with two spaced-apart sealing elements that seal off the piston against the distnbution 
chamber, wherein the limiting means is movable and is adapted for supplying a 
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confining fluid between the sealing elements and through the slot for preventing coating 
fluid material from laterally distributing within the slot and for simulating a continuous 
material web. Note it has been held that a recitation with respect to the manner in which 
a claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus satisfying the claimed structural limitations. Ex 
parte Masham, 2 USPQ 2d 1647 (1987). "[A]pparatus claims cover what a device is, not 
what a device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 
1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). With respect to claim 5, Cloeren 
teaches the piston is provided with a sealing sheet extending into the coating slot. With 
respect to claim 8, Cloeren teaches the two sealing elements of the piston are 
positioned approximately at the beginning and the end of the sealing sheet. With 
respect to claim 1 1 and 15, Cloeren is capable of applying a fluid or confining fluid 
within the scope since Cloeren each of the positively claimed structural element of the 
apparatus. Note it has been held that a recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus satisfying the claimed structural limitations. Ex 
parte Masham, 2 USPQ 2d 1647 (1987). "[A]pparatus claims cover what a device is, not 
what a device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 
1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). 

Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cloeren 
5,451,357. 
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Cloren is applied for the reasons noted above but fails to teach the coating slot 
has a width within the scope of the claim. However, it would have been prima facie 
obvious to optimize the dimensions of the discharge slot of the Cloeren apparatus such 
that it is within the scope of the claim dependent on the desired dimensions of the 
material web extruded therefrom. 

Claim 12 would be allowable if rewritten to overcome the rejectjon(s) under 35 
U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

Applicant's arguments with respect to claims have been considered but are moot 
in view of the new ground(s) of rejection. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to Brenda A. Lamb whose telephone number is (571) 272- 
1231 . The examiner can normally be reached on Monday-Tuesday and Thursday. The 
examiner can also be reached on alternate Wednesdays and Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nadlne Norton, can be reached on (571) 272-1465. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status Information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Brenda A Lamb 
Primary Examiner 
Art Unit 1792 
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Primary Examiner, Art Unit 1792 



